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I RESTRICTION 

Claims 3-39 were filed in the present Application. Claims 1-39 are the subject of an 
eleven Croup restriction, divided into two basic Groups: (1) method claims (Groups 1, ffl, 
W and XT); and (2) composition of matter claims (Groups IT, TV, V, VT and VTTT). In 
addition to the Restriction requirement, the Action contains a Species Election if one of 
Groups I - VI is elected The Action requires election of one of the following basic species: 

(1) a single species of types of nucleotide modification; and/or (2) nucleotide sequences. 
Claims 2, 3, 5, 1 5, 19 and 24 are said to be generic. 

TRAVERSE 

Every requirement to restrict has two aspects: (1) the reasons (as distinguished from 
the mere statement of conclusion) why the inventions as claimed are either independent or 
distinct, and (2) the reasons for insisting upon restriction therebetween. MPEP § 808. 
{Emphasis in the original]. With regard to the first aspect, the Action fails to provide a 
reason as to why Groups U, TV, V, VI and VIE identified in the Official Action are distinct, 
as they all fall within Class 536, subclass 23.1. While it is argued in the Action 1hat the 
different products may be produced by different methods, have different structures and 
functions, however, they all fall within Class 536, subclass 23.1 and may be examined 
together without the need to reach into other classes. Furthermore, they are within the same 
statutory subject matter, namely, compositions of matter that are nucleic acid aptamers. 
Applicants earnestly request that Groups IT, TV, V, VI and VTTT be rejoined. 

With regard to the second aspect, the reasons under MPEP § 808 given by the 
Examiner for insisting upon exercising his authority under 35 U.S.C. § 121 to require 
restriction must be reasons approved by the Commissioner. The reasons approved by the 
Commissioner are set out in MPEP § 8G3: (1) the inventions must be independent (see MPEP 
§ 802.01, § 806.04, § 808.01) or distinct as claimed (see MPEP § 806.05 - § 806.05(i); and 

(2) there must be a serious burden on the examiner if restriction is not required (see MPEP § 
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803.02, § 806.04(a)-GX § 808.01(a) and 808.02). Examiner must provide reasons and/or 
examples to support conclusions. MPEP § 803. 

For purposes of the initial requirement, a serious burden on the examiner may be 
shown, prima faciei if the- examiner shows by appropriate explanation either separate 
classification, separate status in the art, or a different field of search as defined in MPEP § 
^ >^08 02. That prima facie showing may be rebutted by appropriate showings or evidence by ^k^fP* 
*° *ihe applicant. MPEP § 803. Applicant respectfully asserts that the Examiner has bailed to * 
make a prima facie case that restriction is required. j¥? ^ ' 

The Action to which this reply is responsive provides no reason as to why Groups II, 
IV, V, VI and VFJI should be restricted; or why an election of the Species of the invention as 
claimed are cither independent or distinct, hi support of the Restriction it is argued that the 
different products may be produced by different methods, have different structures and 
functions. The Action merely provides a conclusion that such is the case. In support of the 
Species Election is it argues that the structure and functions would require different 
patentability determinations. If the Species requirement is traversed, the Action asks that the 
Applicants admit on the record mat the species in the claims are obvious variants of each 
other. Applicants make no such admission at this time. Any such statement goes to the JKV 



merits of the examination, which are not at issue presently. 

In the case of the present invention it is both the sequence and the modifications, pfi 
alone and in combination, mat are the invention. Examination of both aspects, alone and in 
combination, will be required to demonstrate the patentability of the present invention. As 
such, in this case it would benefit the examination to rejoin Groups n, IV, V, VI and VHI, 
and withdraw the Species election because it is necessary to evaluate comprehensively the 
invention. Applicants earnestly request that the Examiner allow Applicants some latitude 
during examination given the novel characteristics that the Applicant's claim as their 
invention. Therefore, Applicants submit respectfully that they have rebutted the prima facie 
requirements of MPEP § 803; and, alternatively, request respectfully that the Groups n, IV, 
V, VI and VIII be rejoined. Nevertheless, a provisional election is made hereiribelow. 
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The Action, also fails to establish that a serious burden would be imposed on the 
Examiner if restriction were not required; fails to explain whether there is a separate 
classification of the separate species; and fails to establish that separate fields of searching 
would be required. That is, the Examiner failed to establish that, even if the distinct species 
may be classified in the same class or subclass,, a complete search would require examination 
of other classes and subclasses that differ for each distinct species, thereby imposing a 
burden on the Examiner if all the inventions were examined in the same application. Finally, 
the Action fails to establish that the distinct species have achieved a separate status in the art, 
even though they are classified together. MPEP § 802. These are the only explanations 
approved by the Commissioner to show that a serious burden would be imposed on the 
Examiner in absence of the restriction requirement 

Applicants believe that they have rebutted the reasons for requiring restriction as to 
Groups II, IV, V, VI and VIII, and Applicants respectfully urge that the requirement for 
restriction/election is improper. Applicants respectfully request reconsideration and 
withdrawal of the restriction requirement for Groups II, IV, V, VI and VIII, and the election 
as to ratifications and sequence. 

ELECTION 

Nevertheless, Applicants elect provisionally, with traverse: 
Group IV, claims 15-17; and 

(A) the Species modifications to the phosphate backbone are as set forth in the 
Specification at page 59, lines 19-20 and claim 17; and 

(B) the Species set forth as SEQ ID NOS: 3& and 39, as shown in claim 17, wherein 
the aptamer is classified in Class 536, subclass 23. 1. 
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CONCLUSION 

Aji action on the merits of all of the claims and a Notice of Allowance thereof are 
respectfully requested. The Examiner is invited to telephone the undersigned at the 
telephone number listed below if he or she has any questions or suggested amendments to the 
claims. 

September 27, 2002. 

Respectfully submitted, 

Edwin S. Flares 
Reg. No. 38,453 
Attorney for Applicants 

Chalker Flores, LLP 
3305 Townsend 
Dallas, TX 75229 
(214) 500-8223 
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